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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 9-16 and 22-33 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Wilson et al. (US Pat Pub# 2004/0203903). 

As for claim 9, Wilson et al. teaches a SIM card for operation with a terminal 
device of a mobile telecommunication network (Abstract and Page 15, Para 0163- 
0165), wherein the SIM card is configured in such a manner that with the SIM card the 
terminal device can be connected to only defined destination or source addresses, or 
both (Sections 0129 and 0165, only users addresses on the friend list are granted 
permission to communicate with device); and wherein the defined destination and 
source addresses to which the terminal device can be connected are stored in a 
memory of the SIM card or in a database of the mobile communication network (Page 
15, Para 0163-0165, teaches storing friend list on a removable memory such as a SIM 
card). 

As for claims 10 & 28-32, Wilson et al. teaches a SIM card for operation with a 
terminal device of a mobile telecommunication network, wherein said SIM card is 
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designed as a Telematic SIM card and wherein the SIM card supports other services 
that are typically not understood to be Telematic services (Page 1 , Para 0003-0004 and 
Section 0039). 

As for claims 11-12, Wilson et al. teaches a SIM card for operation with a 
terminal device of a mobile telecommunication network, wherein the destination and 
source addresses are phone numbers, URLs (Uniform Resource Locator) or APN's 
(Access Point Name) (Page 5, Para 0067; Page 6, Para 0077; Page 14, Para 0155; and 
Page 15, Para 01 63- 0165). 

As for claims 13-16, Wilson et al. teaches a SIM card for operation with a 
terminal device of a mobile telecommunication network, wherein the SIM card only 
supports defined telecommunication services (Abstract; Sections 0039 and 0043; Page 
12, Para 0129; and Page 15, Para 0163-0165). 

As for claims 22-27, Wilson et al. teaches a SIM card for operation with a 
terminal device of a mobile telecommunication network, wherein the SIM card 
encompasses more than one different subscriber relationship, wherein the use of the 
SIM card is assigned according to the originator principle to the respective subscriber 
relationship (Abstract; Page 2, Para 0045; Page 3, Para 0051; Page 4, Para 0056; Page 
5, Para 0066; Page 9, Para 0104; Page 12, Para 0129; and Page 15, Para 0163-0165). 

Regarding claim 33, process claim 33 is rejected for the same reason as 
apparatus claim 9 since the recited elements would perform the claimed steps. 



Application/Control Number: 10/530,070 Page 4 

Art Unit: 2618 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 17-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wilson et al. (US Pat Pub# 2004/0203903) in view of Lipsanen et al. (US Pat Pub# 
2002/0059614). 

As for claims 17-21 , Wilson et al. teaches the limitations in claims 9-13. Wilson 
fails to teach a virtual private network. 

Lipsanen teaches a SIM card for operation with a terminal device of a mobile 
telecommunication network, wherein the mobile phone subscriber relationship 
associated with the SIM card can only be operated within a defined virtual private 
network (Page 4, Para 0040-0042 and Page 6, Para 0065, VPN certificates in SIM 
card). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to have the storing of VPN information on a SIM card 
as taught by Lipsanen into Wilson's apparatus in order to receive communication 
services easier (Section 0009). 

Response to Arguments 



Applicant's Remarks 



Examiner's Response 
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"Wilson does not suggest configuring a 


Examiner believes applicant is reading 


SIM card in such a manner that with the 


more into the claims than present and 


SIM card the terminal device can be 


reading the reference cited as a whole 


connected to only defined destination or 


instead of focusing on the cited sections in 


source addresses, or both, as required by 


the rejection. As stated clearly in the 


claim 9." 


rejection. Sections 0129 and 0165 of 




Wilson teaches only users addresses on 




the friend list are granted permission to 




communicate with device. The permission 




to communicate is a define destination or 




address (i.e. number). If the number is 




blocked/denied (i.e. not on list) then it is 




defined that it can not be connected. 




Therefore, there is a defined destination 




and/or address based on the list and 




Wilson clearly teaches the limitations. 


"Wilson does not suggest limiting use of a 


The claims do not recite a limiting use in 


mobile telecommunications terminal 


the limitations (i.e. again applicant reading 


device by using in the terminal device a 


more into the claims). However, as 


SIM card that permits connections only to 


explained above, the list limits the use of 


defined destination or source addresses. 


addresses and destinations to which the 


or both, as required by claim 33." 


device can be connected to and 
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communicate with (Sections 0129 and 
01 65 of Wilson). 


"Wilson is directed to managing 
permissions for distributing mobile-device- 
location information, not permissions for 
connecting mobile devices to destination 
and/or source addresses, as required by 
independent claims 9 and 33 of the 
present application." 


Sections 0129 and 0165 of Wilson teaches 
if the user sets an address/destination in 
the deny list that Is the same as not having 
permission to connect with that specific 
address. Again, the claims are broad and 
Wilson clearly teaches the limitations. 


"Wilson does not suggest that the defined 
destination and source addresses to which 
the terminal device can be connected are 
stored In a memory of the SIM card or in a 
database of a mobile communication 
network, as required by claims 9 and 33." 


Clearly in sections 0129 and 0163-0165 of 
Wilson it teaches storing this information 
on a SIM card. 


"Wilson does not suggest limiting the 
destination and/or source addresses to 
which a terminal device of a mobile 
telecommunications network can be 
connected, as required by claims 9 and 
33. Instead, Wilson discloses limiting the 
distribution of information indicating the 


See above responses. Examiner suggest 
to applicant to make claims more specific 
to overcome the prior art of record Instead 
of assuming examiner can read things 
from applicant's specification into the 
claims. 
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current location of a user's wireless 
phone." 




"The combined teachings of Wilson and 
Lipsanen neither describe nor suggest the 
present invention." 


In response to applicant's arguments 
against the references individually, one 
cannot show nonobviousness by attacking 
references individually where the 
rejections are based on combinations of 
references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In 
la iviiiHji\ w \ju., o\j\j r.^u ivjj? i , £.0 \ 

USPQ 375 (Fed. Cir. 1986). Lipsanen was 
not used in the rejection of claims 9 and 
33. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANDREW WENDELL whose telephone number is 
(571)272-0557. The examiner can normally be reached on 7:30-5 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Nay Maung can be reached on 571-272-7882. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew Wendell/ /Nay A. Maung/ 

Examiner, Art Unit 2618 Supervisory Patent Examiner, Art 

Unit 2618 



9/25/2009 



